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Why register your brand

Essential advice for all businesses

strong likelihood of confusion, within the
market for your goods and/or services. In
many instances, this can be very difficult
and costly to demonstrate. Short of you
having received an email enquiry for a
competitor’s product that uses your brand,
you are going to have to obtain survey

Your brand and reputation are significant business assets that are key to
keeping ahead of your competitors and developing your market perspective.
When it comes to preventing another business from using or copying your
brand, whether or not you have registered the brand as a trade mark has a

. . . . idence, which will ignifican
significant impact on how straightforward it is to take action. evidence, which will put you to significant

The law in England provides for two
systems of brand protection. If you have a
brand that is unique and benefits from a
reputation, then under the law of passing
off, you secure automatic protection. Why
then should you incur the costs of formally
registering that brand as a trade mark?

Without registration you will have to

prove actual confusion between your
brand and a competitor

If you do not register your trade mark and
you seek to rely on the law of passing off
then you will firstly need to demonstrate
that your brand has a reputation within the
industry that you operate. This is a matter
of evidence and you will need to pull
together material to show that you have
actively traded with that brand. In addition,
and often substantially more difficult, you
will have to prove actual confusion, or a

costs. On top of this, you will also have to
persuade the court that the competitor’s
use of your brand runs a real risk of causing
damage to your business.

By registering a trade mark, you do not
need to prove any of these points. If a trade
mark is registered, all that you need to
demonstrate is that the competitor is using
the brand or a similar version of it. In light
of the benefits that accrue to registering a
trade mark, | consider that the minimal costs
of registration (£200) are certainly justified.
| would encourage all of our clients who
have brands within their business to
consider trade mark registration.

Stephen Avila
01268 244159
stephen.avila@birkettlong.co.uk




Welcome back Marc!

Trainee returns as partner

Commercial litigation expert Marc
Thurlow has returned to his roots;
re-joining our firm as a partner after
having completed his training as a
solicitor with us back in 2011.

Marc was one of the team which
established our Basildon office six years
ago and, after broadening his commercial
experience with a city law firm, he has
returned to our expanding office in the
town.

Marc has expertise in business disputes
including ownership and financial
disputes, professional negligence and
intellectual property. He was involved in a
significant High Court case which
established a new point of law relating to
the terms of LLP agreements. Another
High Court case enabled a law firm to
receive more than £400,000 from
compensation recovered under a
contingency fee agreement.

A former pupil at King Edward
VI Grammar School in
Chelmsford, Marc grew up

in Billericay. After completing his
legal studies at Leicester and
Sheffield universities, he returned
to Essex to complete his training
contract with Birkett Long.

David Wisbey, Chairman at Birkett
Long, said: “We are delighted to
welcome Marc Thurlow back to
Birkett Long, and I’'m sure that his
experience will provide a significant
boost to our presence in South
Essex.”

Marc says:

“I qualified with Birkett Long in
Chelmsford, then four of us set up the
Basildon office. It’s grown a lot since
then. It's good to come back as a partner
and, hopefully, it’s good for the firm as |
have gained a lot of experience in
high-value commercial cases in the city.

It feels familiar and I’'ve settled quickly,
but it’s also new and exciting because the
firm is growing, with a new office in
Chelmsford and a brand new building in
Colchester. I'm excited at taking on the
challenge of helping to grow and develop
our Basildon office.”

Marc has joined our dispute resolution
team and can advise on all business
litigation issues, including how to mitigate
the possibility of claims. For an initial
free telephone conversation contact Marc
by email, marc.thurlow@birkettlong.co.uk
or on the number below.

Marc Thurlow
01268 824933
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Beware of your repairs!

When a commercial property lease is granted, a landlord will want the tenant to take

on the responsibility of repairs - a task that can be done in various ways.

If an entire building is being let then the
lease will usually specify that the tenant
must keep the whole property in good repair
and condition. If the property is a small
office or forms part of a larger building then
the repairing covenant is usually limited to
the interior only, with the landlord being
responsible for structural and external
repairs, and decoration. In this case the
landlord would charge the tenant a
proportion of the costs of carrying out those
repairs through a service charge.

It is extremely important that the tenant
understands the practical and legal
consequences of their repairing covenant.
Before the lease is signed, the tenant should
inspect the property to check the condition
and should seek the advice of a surveyor.
Proceeding regardless, without legal advice
and paying little attention to the wording of
the repairing covenant in the lease, may well
end up with the tenant in a rather onerous
position further down the line.

As you might expect with any legal
document, the wording of the repairing
covenant is important. Case law has set
precedent here, so it is important to note
that when the repairing covenant says “to
keep in good repair” this also means “to put”
into good repair. In other words, if the
property to be let is in a poor state of repair
when the lease is granted, then the tenant
must put it into a proper state of repair; an
obligation that could be very costly.

So the best advice to a tenant is to inspect
and survey the property, take the advice of a
surveyor in respect not only of its conditions
but also of the consequences and costs of

any repairs that may be needed to bring the
property - or the building if there’s a service
charge - up to a standard required by the
lease.

In addition, the tenant should seek legal
advice in respect of the wording of the
repairing covenant itself and perhaps consider
seeking to limit its affect by referring to a
schedule of condition. Such a schedule can
usefully record the condition of the property
and be annexed to the lease as evidence of
its condition. The repairing covenant can
then be amended to limit a tenant’s repairing
covenant, so that the tenant still has to keep
the property in good repair but in no better
condition than is evidenced by the schedule
of condition. This will make the repairing
covenant less onerous and ultimately mean
that the tenant does his best to avoid being
left with a large dilapidations claim when the
lease ends. Limitations in the service charge
clauses may also be needed.

If you are about to sign a commercial property
lease or need advice on aspects such as
repairing covenants, please contact Daniel.
|
Daniel Sturman

01245 453811
daniel.sturman@birkettlong.co.uk

Is your business ready for

GDPR?

The most important change

in data privacy regulations for
over 20 years will soon be here.
To find out more go to
www.birkettlong.co.uk/events



